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DETAILED ACTION 



1. 



This action is in response to communications filed March 24, 2004. 



2. 



Claims 1- 24 are pending in this application. 



Drawings 



3. The drawings are objected to as failing to comply with 37 CFR 1 .84(p)(4) 
because reference characters "16" and "20" have both been used to designate a 
directory server (page 8, line 27). 

4. The drawings are objected to as failing to comply with 37 CFR 1 .84(p)(4) 
because reference characters "22" and "24" have both been used to designate a 
second network (page 18, lines 3, 1 3, 1 8, & 20; page 23, lines 1 9 & 21 ; Figures 7 & 1 2). 

5. The drawings are objected to as failing to comply with 37 CFR 1 .84(p)(5) 
because they include the following reference character(s) not mentioned in the 
description: Figures 7, 10, & 12's characters "16", "18", & "28". In Figures 7, 10, & 12, 
characters "18" & "28" are not described in the specification in relation to the objects 
displayed in the figure. In Figures 7, 10, & 12, the Directory Server is described by 
character "16", whereby it has already been established that the Directory Server is 
represented by character "20". 

6. Corrected drawing sheets in compliance with 37 CFR 1.121(d) are required in 
reply to the Office action to avoid abandonment of the application. Any amended 
replacement drawing sheet should include all of the figures appearing on the immediate 
prior version of the sheet, even if only one figure is being amended. Each drawing sheet 
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submitted after the filing date of an application must be labeled in the top margin as 
either "Replacement Sheet" or "New Sheet" pursuant to 37 CFR 1.121 (d). If the 
changes are not accepted by the examiner, the applicant will be notified and informed of 
any required corrective action in the next Office action. The objection to the drawings 
will not be held in abeyance. 



Double Patenting 

7. The nonstatutory double patenting rejection is based on a judicially created 
doctrine grounded in public policy (a policy reflected in the statute) so as to prevent the 
unjustified or improper timewise extension of the "right to exclude" granted by a patent 
and to prevent possible harassment by multiple assignees. A nonstatutory 
obviousness-type double patenting rejection is appropriate where the conflicting claims 
are not identical, but at least one examined application claim is not patentably distinct 
from the reference claim(s) because the examined application claim is either anticipated 
by, or would have been obvious over, the reference claim(s). See, e.g., In re Berg, 140 
F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re Goodman, 11 F.3d 1046, 29 
USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 
1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422 
F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorington, 418 F.2d 528, 163 
USPQ 644 (CCPA 1969). 
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8. A timely filed terminal disclaimer in compliance with 37 CFR 1 .321 (c) or 1 .321 (d) 
may be used to overcome an actual or provisional rejection based on a nonstatutory 
double patenting ground provided the conflicting application or patent either is shown to 
be commonly owned with this application, or claims an invention made as a result of 
activities undertaken within the scope of a joint research agreement. 

9. Effective January 1 , 1 994, a registered attorney or agent of record may sign a 
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply with 
37 CFR 3.73(b). 



10. Claims 1-24 are provisionally rejected on the ground of nonstatutory 
obviousness-type double patenting as being unpatentable over claims 29-42 of 
copending Application No. 10/808,910. 



1 1 . Although the conflicting claims are not identical, they are not patentably distinct 
from each other because the instant application is claiming the method performed by 
the system described in the copending application. This is a provisional obviousness- 
type double patenting rejection because the conflicting claims have not in fact been 
patented. 



Instant Application 

1 . A method for use with a first network device 
coupled to a first network, the first network 
coupled to a second network, the first network 
device comprising information identifying the 
first network device on the first network, the 



10/808,910 

A system comprising: first and second network 
devices coupled to a first network, the first 
network coupled to a second network, the first 
network device comprising first information 
identifying the first network device on the first 



Application/Control Number: 10/808,746 
Art Unit: 4152 


Page 5 


method comprising: receiving an identification 
message from the first network device, the 
identification message comprising the 
identifying information of the first network 
device; parsing the identification message to 
extract the identifying information of the first 
network device; and searching a directory table 
to identify a second network device coupled to 
the first network, the second network device 
comprising information identifying the second 
device on the first network. 


network, the second computer device 
comprising second information identifying the 
second network device on the first network; a 
directory server coupled to the second network, 
the directory server adapted to register the first 
and second identification information, and 
adapted to process requests for identification 
information about registered network devices. 


2. The method of claim 1, wherein the first 
network device comprises one of a computer, 
personal digital assistant, pager, cellular 
telephone, handheld messaging device, 
facsimile machine, copier, printer, telephone, 
security camera, household appliance, vending 
machine, kiosk, or digital camera. 


30. The system of claim 29, wherein the first 
and second network devices each comprise one 
of a computer, personal digital assistant, pager, 
cellular telephone, handheld messaging device, 
facsimile machine, copier, printer, telephone, 
security camera, household appliance, vending 
machine, kiosk, or digital camera. 


3. The method of claim 1, wherein the first 
network device comprises one of an inkjet 
printer, laser printer, wide format printer, or 
dot matrix printer. 


31. The system of claim 29, wherein the first 
network device comprises a computer and the 
second network device comprises one of an 
inkjet printer, laser printer, wide format printer, 
or dot matrix printer. 


4. The method of claim 1, wherein the first 
network device comprises an Internet protocol 
telephone. 


32. The system of claim 29, wherein the first 
network device comprises a computer and the 
second network device comprises an Internet 
protocol telephone. 


5 . The method of claim 1 , wherein the first 
network device comprises a network 
connection for coupling to the first network. 


33. The system of claim 29, wherein the first 
and second network devices each comprise a 
network connection for coupling to the first 
network. 


6. The method of claim 1, wherein the first 
network comprises a local area network. 


34. The system of claim 29, wherein the first 
network comprises a local area network. 


7. The method of claim 1, wherein the first 
network comprises a plurality of 
interconnected networks. 


35. The system of claim 29, wherein the first 
network comprises a plurality of 
interconnected networks. 


8. The method of claim 1, wherein the second 


36. The system of claim 29, wherein the 
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network comprises any of a wide area network, 
global network, public network, or the Internet. 


second network comprises any of a wide area 
network, global network, public network, or 
the Internet. 


9. The method of claim 1, wherein the first 
network comprises a firewall, and the first 
network device is located within the firewall. 


37. The system of claim 29, wherein the first 
network comprises a firewall, and the first and 
second network devices are located within the 
firewall. 


10. The method of claim 1, wherein the 
identifying information of the first network 
device comprises an address. 


40. The system of claim 29, wherein the first 
and second identifying information each 
comprises an address. 


1 1 . The method of claim 1 , wherein the 
identifying information of the first network 
device comprises an address of the first 
network device on the first network. 


41. The system of claim 29, wherein the first 
identifying information comprises an address 
of the first network device on the first network 
and the second identifying information 
comprises an address of the second network 
device on the first network. 


12. The method of claim 1, wherein the 
identifying information of the first network 
device comprises an address of the first 
network on the second network. 


42. The system of claim 29, wherein the first 
and second identifying information comprises 
an address of the first network on the second 
network. 


13. A method for use with first and second 
network devices coupled to a first network, the 
first network coupled to a second network, the 
first network device comprising information 
identifying the first network device on the first 
network, the second network device 
comprising information identifying the second 
network device on the first network, the 
method comprising: receiving a first 
identification message from the first network 
device, the first identification message 
comprising the identifying information of the 
first network device; parsing the first 
identification message to extract the 
identifying information of the first network 
device; registering the first network device in a 
directory table according to the identifying 
information of the first network device; 


29. A system comprising: first and second 
network devices coupled to a first network, the 
first network coupled to a second network, the 
first network device comprising first 
information identifying the first network 
device on the first network, the second 
computer device comprising second 
information identifying the second network 
device on the first network; a directory server 
coupled to the second network, the directory 
server adapted to register the first and second 
identification information, and adapted to 
process requests for identification information 
about registered network devices. 
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receiving a second identification message from 
the second network device, the second 
identification message comprising the 
identifying information of the second network 
device; parsing the second identification 
message to extract the identifying information 
of the second network device; and searching 
the directory table to identify the first network 
device based on the identifying information of 
the second network device. 




14. The method of claim 13, wherein the first 
and second network devices each comprise one 
of a computer, personal digital assistant, pager, 
cellular telephone, handheld messaging device, 
facsimile machine, copier, printer, telephone, 
security camera, household appliance, vending 
machine, kiosk, or digital camera. 


30. The system of claim 29, wherein the first 
and second network devices each comprise one 
of a computer, personal digital assistant, pager, 
cellular telephone, handheld messaging device, 
facsimile machine, copier, printer, telephone, 
security camera, household appliance, vending 
machine, kiosk, or digital camera. 


15. The method of claim 13, wherein the first 
network device comprises a computer and the 
second network device comprises one of an 
inkjet printer, laser printer, wide format printer, 
or dot matrix printer. 


3 1 . The system of claim 29, wherein the first 
network device comprises a computer and the 
second network device comprises one of an 
inkjet printer, laser printer, wide format printer, 
or dot matrix printer. 


16. The method of claim 13, wherein the first 
network device comprises a computer and the 
second network device comprises an Internet 
protocol telephone. 


32. The system of claim 29, wherein the first 
network device comprises a computer and the 
second network device comprises an Internet 
protocol telephone. 


17. The method of claim 13, wherein the first 
and second network devices each comprise a 
network connection for coupling to the first 
network. 


33. The system of claim 29, wherein the first 
and second network devices each comprise a 
network connection for coupling to the first 
network. 


18. The method of claim 13, wherein the first 
network comprises a local area network. 


34. The system of claim 29, wherein the first 
network comprises a local area network. 


19. The method of claim 13, wherein the first 
network comprises a plurality of 
interconnected networks. 


35. The system of claim 29, wherein the first 
network comprises a plurality of 
interconnected networks. 


20. The method of claim 13, wherein the 
second network comprises any of a wide area 
network, global network, public network, or 


36. The system of claim 29, wherein the 
second network comprises any of a wide area 
network, global network, public network, or 
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the Internet. 


the Internet. 


2 1 The method, of claim 1 3 wherein the first 
network comprises a firewall, and the first and 
second network devices are located within the 
firewall. 


37 The system of claim 29 wherein the first 
network comprises a firewall, and the first and 
second network devices are located within the 
firewall. 


22. The system of claim 13, wherein the 
identifying information of the first and second 
network devices each comprises an address. 


40. The system of claim 29, wherein the first 
and second identifying information each 
comprises an address. 


23. The system of claim 13, wherein the 
identifying information of the first network 
device comprises an address of the first 
network device on the first network and the 
identifying information of the second network 
device comprises an address of the second 
netw ork de\ ice on the First network. 


41 . The system of claim 29, wherein the first 
identifying information comprises an address 
of the first network device on the first network 
and the second identifying information 
comprises an address of the second network 
device on the first network. 


24. The system of claim 13, wherein the 
identifying information of the first and second 
network devices each comprises an address of 
the first network on the second network. 


42. The system of claim 29, wherein the first 
and second identifying information comprises 
an address of the first network on the second 
network. 



Table 1 



Claim Rejections - 35 USC § 101 

12. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 



13. Claims 1-24 are rejected under 35 U.S.C. 101 because the claimed invention 
is directed to non-statutory subject matter. 



14. With respect to claims 1 & 13, methods are recited, however it appears the 
methods fail to provide any apparent utility as stated. Neither method results in a 
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tangible result that would be understood to be anything other than, "receiving", 
"parsing", and "searching" in their most abstract forms, and it appears that such 
abstractions would produces neither a useful, tangible, or concrete result. 

1 5. Claims 2-1 2, and 1 4-24, fail to resolve the deficiencies of claims 1 , and 1 3, since 
they only describe further the "first network device", "first network", "second network 
device", and "second network", which fail to substantiate the method as performing 
anything other than a search, and thus renders all claims as a software method. 

Claim Rejections - 35 USC § 102 

16. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1 ) an application for patent, published under section 1 22(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351 (a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

17. Claims 1-24 are rejected under 35 U.S.C. 102(e) as being anticipated by Teo 
et al (U.S. Patent No. 7,293,077), hereinafter Teo. 

18. With respect to claim 1 , Teo discloses a method for use with a first network 
device coupled to a first network, the first network coupled to a second network (column 
3, lines 12-18), the first network device comprising information identifying the first 
network device on the first network (column 1 , lines 55-67); the method comprising: 
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receiving an identification message from the first network device, the identification 
message comprising the identifying information of the first network device (column 1, 
lines 55-67); parsing the identification message to extract the identifying information of 
the first network device (column 2, lines 1-7); and searching a directory table to identify 
a second network device coupled to the first network, the second network device 
comprising information identifying the second device on the first network (column 2, 
lines 42-51 , whereby the "routing table" cited identifies a table, "for each... network 
interface indicates the location associated," which is analogous to the "directory table" 
claimed; column 7, lines 3-12; column 1, lines 50-57, whereby the cited "plurality of 
networked objects" identifies a "first network device" and a "second network device"). 

1 9. With respect to claim 2, Teo discloses the method of claim 1 , wherein the first 
network device comprises one of a computer, personal digital assistant, pager, cellular 
telephone, handheld messaging device, facsimile machine, copier, printer, telephone, 
security camera, household appliance, vending machine, kiosk, or digital camera 
(column 16, lines 41-46). 

20. With respect to claim 3, Teo discloses the method of claim 1 , wherein the first 
network device comprises one of an inkjet printer, laser printer, wide format printer, or 
dot matrix printer (column 16, lines 35-46). 
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21 . With respect to claim 4, Teo discloses the method of claim 1 , wherein the first 
network device comprises an Internet protocol telephone (column 4, line 6; column 13, 
lines 24-25). 

22. With respect to claim 5, Teo discloses the method of claim 1 , wherein the first 
network device comprises a network connection for coupling to the first network (column 
5, lines 15-18; Figure 1). 

23. With respect to claim 6, Teo discloses the method of claim 1 , wherein the first 
network comprises a local area network (column 2, lines 52-59, whereby it is inherently 
known in the art that a private network is an implemented of a local area network; 
column 6, lines 20-24). 

24. With respect to claim 7, Teo discloses the method of claim 1 , wherein the first 
network comprises a plurality of interconnected networks (column 2, lines 29-33). 

25. With respect to claim 8, Teo discloses the method of claim 1 , wherein the second 
network comprises any of a wide area network, global network, public network, or the 
Internet (column 2, lines 21-24). 
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26. With respect to claim 9, Teo discloses the method of claim 1 , wherein the first 
network comprises a firewall, and the first network device is located within the firewall 
(column 15, lines 35-42). 

27. With respect to claim 1 0, Teo discloses the method of claim 1 , wherein the 
identifying information of the first network device comprises an address (column 2, lines 
1-7). 

28. With respect to claim 1 1 , Teo discloses the method of claim 1 , wherein the 
identifying information of the first network device comprises an address of the first 
network device on the first network (column 6, lines 25-35). 

29. With respect to claim 12, Teo discloses the method of claim 1 , wherein the 
identifying information of the first network device comprises an address of the first 
network on the second network (column 1 1 , lines 10-20). 

30. With respect to claim 1 3, Teo discloses a method for use with first and second 
network devices coupled to a first network, the first network coupled to a second 
network (column 3, lines 12-18), the first network device comprising information 
identifying the first network device on the first network, the second network device 
comprising information identifying the second network device on the first network 
(column 1, lines 55-67); the method comprising: receiving a first identification message 
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from the first network device, the first identification message comprising the identifying 
information of the first network device (column 1, lines 55-67); parsing the first 
identification message to extract the identifying information of the first network device 
(column 2, lines 1-7); registering the first network device in a directory table according to 
the identifying information of the first network device (column 7, lines 3-12); receiving a 
second identification message from the second network device, the second 
identification message comprising the identifying information of the second network 
device (column 1 , lines 55-61); parsing the second identification message to extract the 
identifying information of the second network device (column 2, lines 1-7); and 
searching the directory table to identify the first network device based on the identifying 
information of the second network device (column 2, lines 42-51 , whereby the "routing 
table" cited identifies a table, "for each... network interface indicates the location 
associated," which is analogous to the "directory table" claimed; column 7, lines 3-12; 
column 1 , lines 50-57, whereby the cited "plurality of networked objects" identifies a 
"first network device" and a "second network device"). 

31 . With respect to claim 14, Teo discloses the method of claim 13, wherein the first 
and second network devices each comprise one of a computer, personal digital 
assistant, pager, cellular telephone, handheld messaging device, facsimile machine, 
copier, printer, telephone, security camera, household appliance, vending machine, 
kiosk, or digital camera (column 16, lines 41-46). 
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32. With respect to claim 1 5, Teo discloses the method of claim 1 3, wherein the first 
network device comprises a computer and the second network device comprises one of 
an inkjet printer, laser printer, wide format printer, or dot matrix printer (column 16, lines 
35-46). 

33. With respect to claim 16, Teo discloses the method of claim 1 3, wherein the first 
network device comprises a computer and the second network device comprises an 
Internet protocol telephone (column 4, line 6; column 13, lines 24-25). 

34. With respect to claim 1 7, Teo discloses the method of claim 1 3, wherein the first 
and second network devices each comprise a network connection for coupling to the 
first network (column 5, lines 15-18; Figure 1). 

35. With respect to claim 18, Teo discloses the method of claim 1 3, wherein the first 
network comprises a local area network (column 2, lines 52-59, whereby it is inherently 
known in the art that a private network is an implemented of a local area network; 
column 6, lines 20-24). 

36. With respect to claim 1 9, Teo discloses the method of claim 1 3, wherein the first 
network comprises a plurality of interconnected networks (column 2, lines 29-33). 
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37. With respect to claim 20, Teo discloses the method of claim 1 3, wherein the 
second network comprises any of a wide area network, global network, public network, 
or the Internet (column 2, lines 21 -24). 

38. With respect to claim 21 , Teo discloses the method of claim 1 3, wherein the first 
network comprises a firewall, and the first and second network devices are located 
within the firewall (column 15, lines 35-42). 

39. With respect to claim 22, Teo discloses the system of claim 13, wherein the 
identifying information of the first and second network devices each comprises an 
address (column 11, lines 10-20). 

40. With respect to claim 23, Teo discloses the system of claim 13, wherein the 
identifying information of the first network device comprises an address of the first 
network device on the first network and the identifying information of the second 
network device comprises an address of the second network device on the first network 
(column 2, lines 42-51; column 11, lines 10-20). 

41 . The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

a. Yachetal Pub No. 2002/0128036 

b. Keeney et al Patent No. 7,095,518 
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c. Spinksetal Pub No. 2001/0029534 

d. Schaefer Patent No. 6,640,253 

e. Hall et al Pub. No. 2002/013355 

42. With respect to claim 24, Teo discloses the system of claim 13, wherein the 
identifying information of the first and second network devices each comprises an 
address of the first network on the second network (column 1 1 , lines 1 0-20). 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Rubin Blake whose telephone number is (571) 270- 
3802. The examiner can normally be reached on M-R: 7:30-5:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Nabil El-Hady can be reached on (571) 272-3963. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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BJR 

11/27/2007 
/Nabil El-Hady/ 

Supervisory Patent Examiner, Art Unit 4152 



